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Overview 

■ Part 1 - Empirical insights into the reforms of the PCC-IPEC & examining the 

impact on litigation volumes at the IPEC and High Court (HC)/Patents Court 

(PHC) (2010-2013 and ongoing):

■ Working paper: http://www.tse-

fr.eu/sites/default/files/TSE/documents/doc/wp/2016/wp_tse_740.pdf

■ Part 2 - Empirical perspectives on the Unified Patent Court (coming to life in 

2017?)

■ New book!

■ Conclusion - What now post-Brexit?

http://www.tse-fr.eu/sites/default/files/TSE/documents/doc/wp/2016/wp_tse_740.pdf


Pre-2010 - dissatisfaction with the PCC

■ PCC had a number of major procedural shortcomings which affected its 

ability to hear low value claims:

1. PCC lacked any mechanisms for controlling what parties filed in a case or for 

keeping cases moving

2. PCC lacked the ability to place limits on the value of a case brought before it.

3. From 1999 onwards, the Civil Procedure Rules (CPR) applied equally to the 

PCC and the HC/PHC, though patent attorneys retained the ability to conduct 

litigation at the PCC (the County Court procedures that had been used by the 

PCC up to 1999 were abolished).

■ The cumulative effect of these three shortcomings was that litigation could be 

undertaken at the PCC and the HC/PHC with the same procedures and the 

same price - a situation that blurred the lines between the types of cases heard 

at the PCC and the HC/PHC, and which did little to encourage SMEs to enforce 

their IP rights at the court.

■ Moreover, the PCC was split between ‘special’ and ’ordinary’ jurisdictions – an 

awkward status which among other things restricted to some extent the types of 

remedies that were available in certain cases, such as asset freezing orders and 

orders for search and seizure



The Reforms to the PCC-IPEC

1. October 2010 – Procedures and Costs cap:

Procedural changes – the most crucial of these are 

the introduction of active case management (ACM), 

early identification of the issues by the judge, and a 

limit on the time to be taken at trial; 

Introduction of a recoverable costs scale with a total 

cap of £50,000 (with an additional cap of £25,000 

relating to hearings concerning damages). 

2. June-October 2011 – Damages cap: 

June 2011: £500,000 damages (and accounts of 

profits) cap applied to patents and designs 

October 2011: £500,000 damages cap extended to 

all IP claims.



The Reforms of the PCC-IPEC

3. October 2012–April 2013 – Introduction of Small Claims Track 

and implementation of Jackson Review costs changes

In October 2012 the Small Claims Track (SCT) is set up - under CPR part 

63.27 the SCT can hear copyright, trade marks and passing off, 

databases, breach of confidence, and unregistered designs matters –

(but not cases concerning patents, registered designs and plant variety 

rights).

The SCT consists of informal hearings heard by a District Court judge 

without need for legal representation. Although final injunctions and 

damages the can be awarded, interim injunctions are not available on 

the SCT. Decisions of the SCT may be appealed to the judge at the 

IPEC main track (MT). SCT claims were limited to a value of £5,000; 

SCT Costs recovery – as with all small claims track matters – is set at a 

level of £260. 

In April 2013, the SCT Claims limit was raised to a value of £10,000. 



The Reforms of the PCC-IPEC

4. April 2013 - Coming into force of the general civil litigation reforms (in most 

cases applicable to both IPEC and HC/PHC) arising from the Jackson Review. 

■ Under the new rules judges are to apply stricter case management rules – with a 

focus on litigant compliance with court directions and orders, such as under CPR 

3.1(8) – and a new proportionality test in the assessment of costs and in the 

HC/PHC new costs management and budgeting procedures for cases with claims 

valued at less than £2million (CPR 3.12-3.18, PD 3E and CPR 31.5). 

■ There are also changes to costs arrangements between clients and legal 

representatives – successful parties who have ‘Conditional Fee Agreements’ 

(CFAs) or ‘after-the event’ (ATE) litigation insurance in place can no longer claim 

the CFA ‘success fee’ and ATE premium as part of costs recovery from the other 

side; instead damages-based agreements (DBAs) are permitted in contentious 

litigation. In addition, CPR Part 36 (offers to settle) is reformed to include new 

sanctions aimed at encouraging early settlement of disputes. 



The Reforms of the PCC-IPEC

5. October 2013: IPEC comes into being

The Intellectual Property Enterprise court (IPEC) takes over the 

jurisdiction of the PCC. The IPEC’s jurisdiction as a specialist court 

operating within the Chancery Division of the High Court of England 

and Wales means that it is now equal to that of the HC/PHC in 

virtually all IP matters. 

Thus, in accordance with CPR part 63 and Practice Direction (PD) 63 

the IPEC can hear cases concerning patents, designs 

(registered/unregistered, UK/Community), trade marks 

(UK/Community), passing off, copyright, database right, other rights 

conferred by the Copyright, Designs and Patents Act 1988 and 

actions for breach of confidence. 

From 1 October, existing PCC cases became IPEC cases. For cases 

filed after 1 October 2013, the costs cap is exclusive of court fees, 

court order enforcement costs and wasted costs. 



Empirical (qualitative data)

■ Interviews with 17 participants: IPEC judges, 

practitioners (barristers, solicitors, PAs) as well as 

business representatives

■ Overall consensus that reforms have worked fairly 

well – key elements said to be: 

(I) ACM – speeds up trials

(II) Costs cap – gives litigants element of cost 

certainty

■ Less important: damages cap (injunction is the 

main remedy sought at the IPEC)



Empirical (quantitative) data

Impact - Immediate increase in case volumes

■ Total case counts for all IP rights at the PCC increased by 

nearly 50% and at the PHC/HC by 11% between 2010 and 

2011.

■ For example, the case counts for patent cases filed at the PCC 

for 2007 (5); 2008 (4); 2009 (8) and 2010 (8). Post-reforms in 

2011 the number leaps to 25 cases, and stays around this level 

in 2012 (22) and drops slightly in 2013 (17).

■ However, worth noting that the patent case counts at the PHC 

also increased exponentially during the same period 2007 (30); 

2008 (64); 2009 (43) and 2010 (44) – increasing in 2011 (87) 

and 2012 (84).

■ Reasonable to conclude that the PCC reforms did not take 

cases away from PHC – but instead encouraged additional 

litigation – including from SMEs



Looking at Patent Cases 2007-2013

■ Our data show that 445 patent cases were filed at the PHC 

during 2007-2013, whereas a total of 96 patent cases were 

filed at the IPEC during the same 7-year period. 

■ This demonstrates that the majority of patent litigation in the 

UK’s largest patent jurisdiction – England and Wales – takes 

place at the PHC rather than at the IPEC, even post-IPEC 

reforms. 

■ Nonetheless, we also observe that the amount of IPEC patent 

litigation has increased substantially post-reforms, while over 

the same period the PHC has not seen fewer cases – quite 

the opposite, in fact.

■ SMEs are increasingly litigious re: patents



Looking at Patent Cases 2007-2013

■ Regarding patent-level data, a very large number of PHC patent 

cases - 372 - concern an EP (often life sciences – 101 EPs, only 7 

GBs); while at the IPEC only 47 out of 96 patent cases centre on an 

EP (and only 3 EPs and 5 GBs are life sciences). 

■ In terms of case-level data, infringement is the most common initial 

claim at both the PHC and IPEC; but revocation is a frequent claim at 

the PHC and a frequent counter-claim at both courts. Notably, very 

few revocation claims are filed at first instance at the IPEC. This 

might be explained by two things: (i) the complexity of many 

revocation issues; and (ii) the remit of the IPEC, especially its 

limitations on disclosure, expert evidence and the amount of hearing 

days. 

■ With respect to litigant-level data, we observe that more SMEs (106) 

were involved in PHC litigation than were involved in IPEC litigation 

(41) over the same period, a fact which shows that despite the 

increasing popularity of the IPEC, a large proportion of litigant SMEs 

are familiar with the PHC. Nonetheless, the proportion of SMEs 

involved in cases at the IPEC is much higher than at the PHC.



Brief overview of other IP rights

■ IPEC - Increase in copyright & design case 

volumes, but interestingly no comparable increase 

in TM volumes (though TMs retain status as most 

litigated IP right at the IPEC (365 cases), followed 

by copyright (338) and designs (159) cases. 

■ Worth noting that a large number of the copyright 

cases are PPL/PRS cases filed in bulk and many 

do not reach a hearing

■ If we exclude these cases, TMs are the undisputed 

Kings of IPEC litigation 

(which will make Dev happy!)



European Patent Litigation:

Why the need for change?

- Currently under the EPC system patent litigation takes place 

on a national basis, with potential for divergent rulings on 

validity and infringement 

(i) between EPO and national jurisdictions, and 

(ii) between national jurisdictions e.g. UK and Germany

- Complexity - fragmented outcomes

- Costly to litigate across borders

- Potential for single market problems

Germany is the main current venue for European patent 

litigation – seen as speedy and fairly cost-efficient

UK’s PHC has major niche for complex pharma/life sciences 

cases –

Seen as ‘thorough but costly’ jurisdiction



What is the UPC? 

What changes would it bring?

■ The UPC to be set up as a new patent court with for any EU 

MS who sign up via enhanced cooperation 

(so far 25 MS – not Spain, Poland or Croatia)

■ Will be sole venue for litigation of new EPs with unitary effect

■ Will share jurisdiction for regular EPs with national courts 

(PHC/IPEC)

*until end transition period **unless opted out

■ After transition period, only national patents and any 

remaining opted out EPs will remain within national 

jurisdictions

■ Potential for bifurcation between local (infringement) and 

central (validity) divisions *but not mandatory

■ Will be able to refer to CJEU on EU issues (biotech, SPCs, 

etc.) – but not on substantive patent matters (unlike TMs for 

instance)



Empirical Insights: What the advantages 

and disadvantages of the UPC?
26 interviews with those in the business and legal communities

Advantages:

- Ability to obtain pan-25 MS injunctions (enforcement)

- Ability to revoke patents centrally (may ease EPO backlog)

- Removes need to litigate on multi-jurisdictional basis

- Prevents fragmentation of outcomes in EU

- Potentially reduces litigation/enforcement costs through controlled 

fees/costs system (with special scenarios for SMEs)

Disadvantages:

- Is it necessary to have pan-25 MS injunctions? Or is litigation in 1-3 major 

jurisdictions enough? 

- Patent trolls?

- Could pan-25 MS injunctions have disproportionate impact on SMEs? Could 

they survive one?

- Are potential costs savings overstated?

- Any impact on reduction of fragmentation of outcomes will not occur for 

many years, perhaps decades, due to transition period!!!



Could the UK remain part of the UPC, 

post-Brexit? Is this likely?

■ Richard Gordon QC and Tom Pascoe – UK could remain part 

of UPC, but must ensure CJEU rulings are abided by

■ Theresa May – UK will seek to curb jurisdiction of CJEU

■ UK IPO – UK UPC ratification continues 

■ Two positions are irreconcilable – but is PM May serious, or 

will she compromise to business and diplomatic interests in 

the innovation arena, as w/Hinkley, Heathrow and Nissan???

■ ‘Soft Brexit’ scenario – UK could remain part of UPC from 

2017 and perhaps beyond…

■ Remember CJEU opinion 1/09



Will the UPC go ahead without the UK?

Either way what will UK patent litigation look like 

in the future?

■ ‘Hard Brexit’ scenario – the UPC goes ahead without UK

■ UPC central division moves from London to Amsterdam or 

Milan

■ May be most feasible outcome at this stage – EU Com.  

pushed UP and UPC as part of innovation agenda therefore 

likely to keep it going with or without UK

London would in short/medium term remain an important 

jurisdiction for national litigation of pharma/lifesciences

patents (GBs and EPs)

Patents Court and IPEC would remain important venues

But if Hard Brexit, likely EMA also moves from London + 

negative impact on universities (science funding losses, etc.)

Would London keep its status long term as a hub of 

pharma/lifesciences? 



‘Patently uncertain’ conclusions

■Until we know more about the exact shape of Brexit we will 

not know the UK’s view on UPC membership

■UPC may be down list of priorities at present

■Undoubtedly will cause delay to UPC – though December 

2017 now set as opening date…

■UK at present has two leading patent venues: PHC & IPEC

■…but is the future of vibrant patent litigation in UK dependent 

on UK remaining a large successfully market for 

pharma/lifesciences and also tied to UK innovation in the 

field (which may now be in doubt post-referendum)???
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